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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 15, 2008 has been entered. 

Summary and Status of Claims 

1 . This Office Action is in response to Applicant's reply filed November 1 1 , 2008. 

2. Claims 1-5, 10, 12-15, 17-20, and 22-33 are pending. 

3. Claims 23-3 1 are withdrawn from consideration for being directed to a non- 
elected invention. 

4. Claims 3-5 and 10 are rejected under 35 U.S.C. 1 12, second paragraph. 

5. Claims 3-5, 10, 12-15, 17-2, 22, 32, and 33 are rejected under 35 U.S.C. 101. 

6. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Drawings 

7. The drawings are objected to because figure 9 is a screenshot of insufficient 
quality as to allow repeated reproduction. A computer drawn screenshot with sufficient 
quality and clarity should be submitted as a replacement. Corrected drawing sheets in 
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compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one 
figure is being amended. The figure or figure number of an amended drawing should not 
be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures 
must be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in 
abeyance. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 3-5 and 10 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

9. Claims 3-5 and 10 recite a list of items included in a particular item. Each of the 
listings end with an "or." It is unclear whether all the items listed are to be included in 
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the particular item or if only one of the list is required. For the prior art rejections below, 
it is interpreted that only one of the list is required. 

10. The prior art rejections to claims 3-5 and 10 below are made as best understood in 
light of the rejection under 35 U.S.C. 1 12, second paragraph addressed above. 



Claim Rejections - 35 USC § 101 

1 1 . Claims 3-5, 10, 12-15, 17-20, 22, 32, and 33 are rejected under 35 U.S.C. 101 

because the claimed invention is directed to non-statutory subject matter. 

12. The basis of this rejection is set forth in a test of whether the invention is 
categorized as a process, machine, manufacture or composition of matter. Merc ideas in 
the abstract (i.e., abstract idea, law of nature, natural phenomena) are found to be non- 
statutory subject matter. A method claim also must be either (1) tied to a particular 
machine or apparatus or (2) transform the underlying subject matter into a different state 
or thing. 

13. In the present case, claims 3-5 and 10 recite lists of items that are merely a 
complication or arrangement of data. Accordingly, the lists are considered nonfunctional 
descriptive material. See MPEP 2106.01. The limitations will not be given patentable 
weight. For the prior art rejections below, claims 3-5 and 10 will be treated as rejected 
due to their dependency on rejected independent claim 1 . 

14. Claims 12-15, 17-19, and 22 recite a method that fails the aforementioned test. 
The method steps are not tied to a particular machine or apparatus either explicitly or 
implicitly. There is also no physical transformation of the underlying subject matter. 
Consequently, the method of claims 12-15, 17-19, and 22 are deemed nonstatutory. 
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15. Claim 20 is directed to a computer program embodied on a computer readable 
medium. The claim is directed toward the computer program and not the medium. The 
body of the claim further confirms this. A computer program can only be claimed in the 
form of a process and when doing so must be tied to a particular machine or apparatus or 
transform the underlying subject matter into a different state or thing. Here, the computer 
program is not claimed as a method and therefore cannot be properly categorized in a 
statutory category of invention. Therefore, claim 20 is deemed nonstatutory. The 
Examiner suggests claiming the computer readable medium storing the computer 
program to place the claim in a statutory category. Applicant is cautioned to ensure that 
the computer readable medium of the claim is directed only to physical media and not to 
transmission or carrier media. In addition, the Specification does not describe what is 
encompassed by computer readable medium. There is ambiguity in the limitation as it 
could potentially encompass nonstatutory subject matter, such as signals. Applicant is 
requested to make a positive statement that the medium of the claim does not encompass 
nonstatutory subject matter such as signals and other forms of transmission media. 

16. Claims 32 and 33 are deemed nonstatutory for the same reasons as claims 12-15, 
17-19, and 22. 

17. To expedite a complete examination of the instant application, the claims rejected 
under 35 U.S. C. 101 (nonstatutory) above are further rejected as set forth below in 
anticipation of applicant amending these claims to place them within the four statutory 
categories of invention 
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Claim Rejections - 35 USC §103 

18. Claims 1-5, 10, 12-15, 17-20, 22, 32, and 33 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Wilkinson et al. (US Patent Pub 2002/0143775) 
(Wilkinson), in view of Bly et al. (US patent Pub 2002/0077944) (Bly). 

19. In regards to claim 1, Wilkinson discloses an apparatus for managing an 
infrastructure comprising: 

a. a computer (Wilkinson at para. 0020 "server"); 

b. a user interface communicably coupled to the computer (Wilkinson at 
para. 0020 "browser"); 

c. a database communicably coupled to the computer (Wilkinson at para. 
0020), the database containing two or more records, each record having a unique 
identifier and one or more data fields representing attributes of an asset or asset 
related item within the infrastructure (Wilkinson at para. 0049, lines 1-4), and all 
the records are linked in a database structure to represent the assets and asset 
related items (1) in a hierarchical manner in accordance with one or more 
business rules of the infrastructure that define how the assets and asset related 
items are interconnected (Wilkinson at para. 0037-8 '), and (3a) how one or more 
persons use the assets and asset related items (Wilkinson at Fig. 5; para 0034-5) 2 ; 
and 



1 Taxonomy is interpreted as "business rules." 

2 The projects are created by a user and show how a user wishes to access the system (i.e., how the user 
uses the assets and related items). 
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d. a computer program embodied on a computer readable medium that is 
executed by the computer to manage the infrastructure using the database. 
Wilkinson at para. 0021. 

20. Wilkinson does not expressly disclose that the records in the database are linked 
to represent assets and asset related items (2) in a life cycle of the asset and asset related 
items. 

21 . Bly discloses an asset database containing records of assets with attributes such as 
operating life. Bly at fig. 14; para. 0146. 

22. Wilkinson and Bly are analogous art because they are both directed toward the 
same endeavor of asset management. 

23. At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the apparatus of Wilkinson by adding the feature of having the records 
in the database represent assets and asset related items (2) in a life cycle of the asset and 
asset related items, as taught by Bly. 

24. The motivation for doing so would have been because the life cycle of an asset is 
important in determining characteristics of an asset, such as maintenance cost, sales 
value, etc. Bly at para. 0009. 

25. In regards to claim 2, Wilkinson in view of Bly discloses the apparatus as recited 
in claim 1 , wherein the one or more data fields further represent attributes of a sub- 
element for one or more assets. Wilkinson at para. 047. 

26. Claims 3-5 and 10 are rejected due to their dependency on claim 1 . See the 
explanation in the 101 rejection above. 
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27. In regards to claim 12, Wilkinson discloses a method for managing an 
infrastructure comprising the steps of: 

a. providing a database containing two or more records, each record having a 
unique identifier and one or more data fields representing attributes of an asset or 
asset related item within the infrastructure (Wilkinson at para. 0049, lines 1-4), 
and all the records are linked in a database structure to represent the assets and 
asset related items (1) in a hierarchical manner in accordance with one or more 
business rules of the infrastructure that define how the assets and asset related 
items are interconnected(Wilkinson at para. 0037-8 3 ), and (3a) how one or more 
persons use the assets and asset related items (Wilkinson at Fig. 5; para 0034-5) 4 ; 

b. processing one or more user requests to display or report information 
stored in the database (Wilkinson at para. 0045); and 

c. updating the database as asset or asset related items are procured, 
implemented, changed or disposed. Wilkinson at Fig. 1 1; para. 0081-4. 

28. Wilkinson does not expressly disclose that the records in the database are linked 
to represent assets and asset related items (2) in a life cycle of the asset and asset related 
items. 

29. Bly discloses an asset database containing records of assets with attributes such as 
operating life. Bly at fig. 14; para. 0146. 

30. Wilkinson and Bly are analogous art because they are both directed toward the 
same endeavor of asset management. 

3 Taxonomy is interpreted as "business rules." 

4 The projects are created by a user and show how a user wishes to access the system (i.e., how the user 
uses the assets and related items). 
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31. At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the apparatus of Wilkinson by adding the feature of having the records 
in the database represent assets and asset related items (2) in a life cycle of the asset and 
asset related items, as taught by Bly. 

32. The motivation for doing so would have been because the life cycle of an asset is 
important in determining characteristics of an asset, such as maintenance cost, sales 
value, etc. Bly at para. 0009. 

33. In regards to claim 13, Wilkinson in view of Bly discloses the method as recited 
in claim 12, further comprising the step of creating the database. Wilkinson at para. 
0075. 

34. In regards to claim 14, Wilkinson in view of Bly discloses the method as recited 
in claim 13, wherein the step of creating the database comprises the steps of: 

a. identifying one or more boundaries for the infrastructure (Wilkinson at 
para. 0018 5 ); 

b. identifying the assets within the boundaries (Wilkinson at para. 0036); 

c. identifying the items related to the assets (Wilkinson at para. 0060); 

d. identifying one or more persons that use the assets and asset related items 
(Wilkinson at para. 0051; para. 0087); 

e. determining the attributes associated with each asset and asset related item 
(Wilkinson at para. 0035; para. 0041; para. 0045); 



5 The number of ingest stations is interpreted as one or more boundaries because the ingest stations make 
up the infrastructure. 
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f. determining the business rules of the infrastructure that define how the 
assets and related items are interconnected (Wilkinson at para. 0051; para. 0058; 
para. 0060); and 

g. creating each record and storing the record in the database. Wilkinson at 
para. 0075. 

35. In regards to claim 15, Wilkinson in view of Bly discloses the method as recited 
in claim 14, further comprising the steps of: 

a. determining one or more sub-elements for the assets and one or more 
attributes associated with the sub-elements (Wilkinson at para. 0047); and 

b. determining one or more business rules for how the sub-elements and 
assets are linked. Wilkinson at para. 0047. 

36. In regards to claim 17, Wilkinson in view of Bly discloses the method as recited 
in claim 14, further comprising the step of identifying one or more people who use 
information about the asset. Wilkinson at para. 0087 6 . 

37. In regards to claim 18, Wilkinson in view of Bly discloses the method as recited 
in claim 14, further comprising the step of designing data display and report formats. Bly 
at para. 0128; para. 0146. 

38. In regards to claim 19, Wilkinson in view of Bly discloses the method as recited 
in claim 14, further comprising the steps of: 

a. identifying a managing agency (Wilkinson at para. 0007; para. 0087); and 

b. determining one or more goals for the managing agency. Wilkinson at 
para. 0087 7 . 

6 Travel agents are one or more people who use information about the assets. 
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39. Claim 20 is essentially the same as claim 1 2 in the form of a computer program 
on a computer readable medium and is therefore rejected for the same reasons. 
Wilkinson at para. 0021. 

40. In regards to claim 22, Wilkinson in view of Bly discloses the method as recited 
in claim 12, further comprising the step of determining who or what is affected by a 
change in one or more of the assets or asset related items using the one or more business 
rules and the hierarchy. Wilkinson at para. 0035 s . 

41 . In regards to claim 32, Wilkinson discloses a method of using an asset 
management system comprising the steps of: 

a. providing a database containing two or more records, each record having a 
unique identifier and one or more data fields representing attributes of an asset or 
asset related item within the infrastructure (Wilkinson at para. 0049, lines 1-4), 
and all the records are linked in a database structure to represent the assets and 
asset related items (1) in a hierarchical manner in accordance with one or more 
business rules of the infrastructure that define how the assets and asset related 
items are interconnected(Wilkinson at para. 0037-8 9 ), and (3a) how one or more 
persons use the assets and asset related items (Wilkinson at Fig. 5; para 0034-5) 10 ; 
and 



7 The managing agency is interpreted as a traveling agency because they manage and use the assets. Their 
customizations and preferences is interpreted as "determining one or more goals for the managing agency." 

8 Projects are created by users. Changes to the assets would affect the projects and in turn the users. These 
affects are determined through the hierarchy shown in Fig. 5. 

9 Taxonomy is interpreted as "business rules." 

10 The projects are created by a user and show how a user wishes to access the system (i.e., how the user 
uses the assets and related items). 
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b. determining who or what is affected by a change in one or more of the 
assets or asset related items using the one or more business rules and the 
hierarchy. Wilkinson at para. 0035 11 . 

42. Wilkinson does not expressly disclose that the records in the database are linked 
to represent assets and asset related items (2) in a life cycle of the asset and asset related 
items. 

43. Bly discloses an asset database containing records of assets with attributes such as 
operating life. Bly at fig. 14; para. 0146. 

44. Wilkinson and Bly are analogous art because they are both directed toward the 
same endeavor of asset management. 

45. At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the apparatus of Wilkinson by adding the feature of having the records 
in the database represent assets and asset related items (2) in a life cycle of the asset and 
asset related items, as taught by Bly. 

46. The motivation for doing so would have been because the life cycle of an asset is 
important in determining characteristics of an asset, such as maintenance cost, sales 
value, etc. Bly at para. 0009. 



11 Projects are created by users. Changes to the assets would affect the projects and in turn the users. 
These affects are determined through the hierarchy shown in Fig. 5. 
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47. In regards to claim 33, Wilkinson in view of Bly discloses the method as recited 
in claim 32, further comprising the steps of: 

a. adding one or more records to the database for one or more new assets, 
new persons, new attributes, new business rules and new boundaries (Wilkinson 
at para. 0081-4); 

b. providing one or more data screens and reports to the users of the system 
(Wilkinson at para. 0045); 

c. receiving data from automated systems and storing the received 
information in the database (Bly at para. 0046); and 

d. customizing the system for one or more applications. Wilkinson at para. 
0089. 

Response to Amendment 
Rejection of Claims 1-5, 10, 12-15, 17-20, 22, 32, and 33 under 35 U.S.C 112, 
First/Second Paragraph 

48. Applicant's amendment to claims 1, 12, 20, and 32 is acknowledged. Applicant's 
arguments have been fully considered and are persuasive. The rejections under 35 U.S.C. 
1 12, first paragraph are withdrawn. The rejections for claims 1, 2, 12-15, 17-20, 22, 32, 
and 33 under 35 U.S.C. 1 12, second paragraph are withdrawn. Claims 3-5 and 10 remain 
rejected for the reasons set forth in the rejection above. The rejection to claims 3-5 and 
10 under 35 U.S.C. 1 12, second paragraph is maintained. 



Rejection of Claims 1-5, 10, 12-15, 17-20, 22, 32, and 33 under 35 U.S.C 101 



Application/Control Number: 10/713,369 Page 
Art Unit: 2163 

49. Applicant's arguments have been fully considered but are moot in view of the 
new grounds of rejection set forth above. Consequently, the rejection to claims 1-5, 10, 
12-15, 17-20, 22, 32, and 33 under 35 U.S.C. 101 is maintained. 



Conclusion 

50. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Le whose telephone number is 571-272-7970. 
The examiner can normally be reached on Mon-Thurs : 9:30am-6pm, Fri: 8am-4:30pm. 

51. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Wong can be reached on 571-272-1834. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

52. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/Michael Le/ 
Examiner, Art Unit 2163 
2/2/2009 



/Wilson Lee/ 

Primary Examiner, Art Unit 2163 



